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ARGUMENT(S)

THERE IS NO LIKELIHOOD OF CONFUSION BETWEEN RUGGED & DAPPER AND
THE CITED RUGGED AND RUGGED FIX MARKS   

I.

REMARKS

The Examining Attorney has maintained her refusal to register the RUGGED &

DAPPER application for “ Men’s Skincare, Grooming and Beauty products, namely, facial

moisturizers, cleansers, oils for the face and hair, hand cream” on the grounds that it conflicts

with the RUGGED Registration No. 3,903,332, for “ Soaps, perfumery; essential oils; cosmetics;

cosmetic hair lotions” owned by Coty Germany GmbH (“Coty”) and RUGGED FIX Registration

No. 4,103,613 for “ Hair care preparations, namely, shampoos, hair conditioners and non-medicated hair

scalp treatments, namely, restructurizers and scalp conditioners owned by Wella GmbH (“Wella”)

(together, the “Cited Marks”).   Applicant respectfully disagrees.

Confusion is Unlikely Because the Cited Marks Coexist with Each Other and Third-Party
RUGGED-Formative Marks

A.



Applicant respectfully submits that the Cited Marks’ coexistence for identical goods means

that the RUGGED component of the Cited Marks is dilute, and the Cited Marks should be able coexist

with Applicant’s mark, which contains an additional distinctive “& DAPPER” wording.   Contrary to

the Examining Attorney’s assumption, there is no general rule that coexistence agreements shield

marks on the registry from being weakened.  Rather, the fact that Coty and Wella have entered into a

consent agreement is further evidence that the Cited Marks are weak since the two companies have

agreed to coexist on the registry for identical goods, apparently believing that consumers are unlikely

to be confused.  Courts such as the Southern District of New York have noted that a plaintiff’s

coexistence with another party in the marketplace, where the coexistence was consented to, dilutes the

plaintiff’s rights.   See, e.g., Swatch v. Movado, 2003 WL 1872656 at *3 (S.D.N.Y.) (finding against

summary judgment for plaintiff and noting that a third-party use with plaintiff’s permission “surely

dilutes the distinctiveness of plaintiff’s mark”).  

In addition, Applicant respectfully disagrees with the Examining Attorney’s assertion that

RUGGED WYPES (“WIPES” disclaimed) Registration No. 3675406 for “multiple purpose cleaning

towel pre-saturated with cleaning compounds” owned by Clean Plus Incorporated (“Clean Plus”) is not

relevant to the present discussion.  Print-outs of Clean Plus’ Registration No. 3675406 in Class 3

(Principal Register based on Section 2(f) acquired distinctiveness) and Registration No. 2611014 in

Class 21 (Supplemental Register) registration certificates and TSDR pages are attached as Ex. A.   

Coty’s RUGGED registration covers “soaps” broadly.   Applicant respectfully submits that soaps and

cleaning towels pre-saturated with cleansing compounds are identical—or at the very least related

goods.  See print-out of Dictionary.com “soap” definition as “a substance used for washing and

cleansing purposes” attached as Ex. B  Moreover, soaps and multiple purpose cleaning towels pre-

saturated with cleaning compounds include are used for beauty and personal care.  See print-outs of

third-party facial and body soaps and pre-saturated facial and body towel cleansers attached as Ex. C. 

For these reasons, the goods covered by Clean Plus’ RUGGED WYPES registration(s) are related to

the goods covered Coty’s RUGGED registration.  Further, the fact that the RUGGED WYPES Class 3

registration is only on the Principal Register because of acquired distinctiveness, is additional evidence

that RUGGED-based marks for body and beauty care goods are not strong marks and should not be

afforded a broad scope of protection.   

By allowing the Cited Marks to coexist with each other and the RUGGED WYPES Class 3

registration for cleansers and other beauty and body care goods, the Trademark Office has afforded the

Cited Marks only a narrow scope of trademark protection, and already deemed that slight differences

between the marks are sufficient to preclude a likelihood of confusion.  “In a ‘crowded’ field of

similar marks, each member of the crowd is relatively ‘weak’ in its ability to prevent use by others in

the crowd.”   2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §11.85 (4th ed.

2010).  Indeed, “[a] mark that is hemmed in on all sides by similar marks on similar goods or services

cannot be very ‘distinctive’.”   Id.  “Rugged” is not a highly distinctive fanciful term and is a

component in numerous registrations for consumer goods.  Print-outs of registration certificates and

TSDR pages of examples of third-party RUGGED-based consumer goods products attached as Ex. D. 



If Coty’s RUGGED registration for cosmetic hair lotions, soaps broadly (which includes hair soap [1]

), essential oils broadly (which includes hair oils[2]), cosmetic hair lotions can coexist with Wella’s

RUGGED FIX registration for shampoo, hair conditioner, and hair restructurizer and scalp conditioner;

and if both registrations can coexist with Clean Plus’ RUGGED WYPES registration for “multiple

purpose cleaning towel pre-saturated with cleaning compounds”; then the Cited Marks should be able

to similarly coexist with Applicant’s RUGGED & DAPPER mark.

RUGGED & DAPPER Differs in Appearance, Meaning, and Overall Commercial

Impression from the Cited Marks
A.

It is well established that in comparing two trademarks for confusing similarity, the Examining

Attorney must compare the marks for resemblances in sound, appearance and meaning or connotation. 

In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973).  Similarity of

the marks in one respect—sight, sound, or meaning—will not automatically result in a finding of

likelihood of confusion, even if the services are identical or closely related.  TMEP §1207.01(b)(i).  It

is also accepted that the use of identical, even dominant, words in common does not necessarily mean

that two marks are similar.  See General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 687 (8th Cir. 1987)

(holding defendant’s OATMEAL RAISIN CRISP did not infringe plaintiff’s APPLE RAISIN CRISP

trademark).  This is because marks must be considered in their entireties.  See, e.g., TMEP §1207.01. 

In addition, “[l]ikelihood of confusion cannot be predicated on a dissection of a mark . . . .  

[T]he ultimate conclusion rests on a consideration of the marks in their entireties.”   In re National Data

Corp., 224 U.S.P.Q. 749, 751 (Fed. Cir. 1985); In re 1776, Inc., 223 U.S.P.Q. 186 (T.T.A.B. 1984)

(“[I]t is axiomatic that marks must be considered in their entireties in resolving the issue of confusing

similarity.”).   Indeed, TMEP Section 1207.01(b)(iii) specifically states that “ [a]dditions or deletions to

marks may be sufficient to avoid a likelihood of confusion if . . . the marks in their entireties convey

significantly different commercial impressions.”   See, e.g., Citigroup Inc. v. Capital City Bank Group,

Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 1261 (Fed. Cir. 2011) (affirming TTAB’s holding that

applicant’s CAPITAL CITY BANK marks for banking and financial services is not likely to cause

confusion with opposer’s CITIBANK marks for banking and financial services, based in part on

determination that “capital” is the dominant element of applicant’s marks, and gives a geographic

connotation in addition to a look and sound distinct from opposer’s marks); Knight Textile Corp. v.

Jones Investment Co., 75 U.S.P.Q.2d 1313, 2005 WL 1691588 (T.T.A.B. 2005) (No confusion likely

between ESSENTIALS and NORTON MCNAUGHTON ESSENTIALS for identical and highly

similar goods because “essentials” is weak and the addition of the NORTON MCNAUGHTON

component suffices to avoid a likelihood of confusion.). 

On the whole, Applicant’s mark and the Cited Marks are dissimilar in appearance, sound,

meaning, and the marks convey distinct commercial impressions.  In terms of appearance and sound,

the marks only share the term “rugged.”   This factor alone should not be the primary basis for finding

a likelihood of confusion because, as discussed prior, “rugged” is not highly distinctive and, in a

crowded field, “customers will not likely be confused between any two of the crowd and may have



learned to carefully pick out one from the other.”   2 J. Thomas McCarthy, McCarthy on Trademarks

and Unfair Competition §11.85 (4th ed. 2010). 

Applicant’s mark is five syllables and thirteen letters.   In contrast, the cited RUGGED mark is

only two syllables and six letters, and the cited RUGGED FIX mark is only three syllables and nine

letters.  Further, the Cited Marks do not contain the terms “& dapper,” which are distinct in sound and

appearance.  As discussed prior, since “rugged” is relatively weak for the relevant goods, and “&

dapper” is visually and audibly the larger component of Applicant’s mark, consumers may perceive

“& dapper” to be the dominant element, distinguishing Applicant’s mark from the Cited Marks.  

Further, consumers are likely to perceive differences in meaning between the marks as

“rugged” combined with “& dapper” conveys a distinct impression from “rugged” by itself or when

“rugged” is combined with “fix.”  The term “rugged” means “rough and strong in character,”

“strongly built or constituted,” “seamed with wrinkles and furrows,” or “having a rough, uneven

surface.”   The term “dapper,” on the other hand, means “neat and trim in appearance,”

“small and active,” or “alert and lively in movement and manners.”   By using the ampersand “&” to

conjoin “rugged” with “dapper,” Applicant’s mark creates a somewhat incongruous and aspirational

image of a neat, trim, and lively man who also balances a rough and strong demeanor.  This is distinct

from “rugged” alone, which may refer to the texture or endurance of Coty’s product, or “rugged fix,”

which implies that Wella’s product is a strong fix or will fix one’s ruggedness.   Merriam Webster and

Dictionary.com “rugged,” “dapper,” and “fix” definitions attached as Ex. G.  These meanings are

distinct from the meaning of Applicant’s mark.  

Because of the differences in appearance, sound, meaning, and commercial impression,

consumers will perceive the RUGGED & DAPPER mark to be distinct from the cited RUGGED and

RUGGED FIX marks.  See, e.g., Conde Nast Publications, Inc. v. Miss Quality, Inc., 184 U.S.P.Q. 422

(C.C.P.A. 1975) (COUNTRY VOGUES for women’s dresses and VOGUE for a fashion magazine and

clothing patterns not confusingly similar as the common word “vogue” was outweighed by the

dissimilarities between the marks viewed in their entireties); See also Knight Textile Corp. v. Jones Inv.

Co., 75 U.S.P.Q.2d 1313 (T.T.A.B. 2005) (NORTON MCNAUGHTON ESSENTIALS not

confusingly similar to ESSENTIALS). 

ConclusionA.
Applicant respectfully submits that RUGGED & DAPPER is not confusingly similar to

RUGGED and RUGGED FIX, and that the Cited Marks should not bar registration of the

Application based on Trademark Act Section 2(d).

 

[1] Google search for “hair soap” revealed ~163,000 results.   Print outs of the first two pages of the Google results and
examples of third-party hair soap products are attached as Ex. E.
[2] Google search for “hair oil” revealed ~1.16 million results.   Print outs of the first two pages of the Google results and
examples of third-party hair oil products and articles are attached as Ex. F.
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Application serial no. 86534651 RUGGED & DAPPER(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86534651/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

THERE IS NO LIKELIHOOD OF CONFUSION BETWEEN RUGGED &
DAPPER AND THE CITED RUGGED AND RUGGED FIX MARKS   

I.

REMARKS

The Examining Attorney has maintained her refusal to register the RUGGED & DAPPER

application for “ Men’s Skincare, Grooming and Beauty products, namely, facial moisturizers, cleansers,

oils for the face and hair, hand cream” on the grounds that it conflicts with the RUGGED

Registration No. 3,903,332, for “ Soaps, perfumery; essential oils; cosmetics; cosmetic hair lotions”

owned by Coty Germany GmbH (“Coty”) and RUGGED FIX Registration No. 4,103,613 for “

Hair care preparations, namely, shampoos, hair conditioners and non-medicated hair scalp

treatments, namely, restructurizers and scalp conditioners owned by Wella GmbH (“Wella”) (together,

the “Cited Marks”).   Applicant respectfully disagrees.

Confusion is Unlikely Because the Cited Marks Coexist with Each Other and Third-Party
RUGGED-Formative Marks

A.

Applicant respectfully submits that the Cited Marks’ coexistence for identical goods means that

the RUGGED component of the Cited Marks is dilute, and the Cited Marks should be able coexist with

Applicant’s mark, which contains an additional distinctive “& DAPPER” wording.   Contrary to the

Examining Attorney’s assumption, there is no general rule that coexistence agreements shield marks on

the registry from being weakened.  Rather, the fact that Coty and Wella have entered into a consent

agreement is further evidence that the Cited Marks are weak since the two companies have agreed to

coexist on the registry for identical goods, apparently believing that consumers are unlikely to be

confused.  Courts such as the Southern District of New York have noted that a plaintiff’s coexistence

with another party in the marketplace, where the coexistence was consented to, dilutes the plaintiff’s

rights.  See, e.g., Swatch v. Movado, 2003 WL 1872656 at *3 (S.D.N.Y.) (finding against summary

judgment for plaintiff and noting that a third-party use with plaintiff’s permission “surely dilutes the

distinctiveness of plaintiff’s mark”).  

In addition, Applicant respectfully disagrees with the Examining Attorney’s assertion that

RUGGED WYPES (“WIPES” disclaimed) Registration No. 3675406 for “multiple purpose

cleaning towel pre-saturated with cleaning compounds” owned by Clean Plus Incorporated (“Clean

Plus”) is not relevant to the present discussion.  Print-outs of Clean Plus’ Registration No. 3675406 in

Class 3 (Principal Register based on Section 2(f) acquired distinctiveness) and Registration No.

2611014 in Class 21 (Supplemental Register) registration certificates and TSDR pages are attached as



Ex. A.   Coty’s RUGGED registration covers “soaps” broadly.   Applicant respectfully submits that

soaps and cleaning towels pre-saturated with cleansing compounds are identical—or at the very least

related goods.  See print-out of Dictionary.com “soap” definition as “a substance used for washing

and cleansing purposes” attached as Ex. B  Moreover, soaps and multiple purpose cleaning towels pre-

saturated with cleaning compounds include are used for beauty and personal care.  See print-outs of

third-party facial and body soaps and pre-saturated facial and body towel cleansers attached as Ex. C.  For

these reasons, the goods covered by Clean Plus’ RUGGED WYPES registration(s) are related to the

goods covered Coty’s RUGGED registration.  Further, the fact that the RUGGED WYPES Class 3

registration is only on the Principal Register because of acquired distinctiveness, is additional evidence

that RUGGED-based marks for body and beauty care goods are not strong marks and should not be

afforded a broad scope of protection.   

By allowing the Cited Marks to coexist with each other and the RUGGED WYPES Class 3

registration for cleansers and other beauty and body care goods, the Trademark Office has afforded the

Cited Marks only a narrow scope of trademark protection, and already deemed that slight differences

between the marks are sufficient to preclude a likelihood of confusion.  “In a ‘crowded’ field of similar

marks, each member of the crowd is relatively ‘weak’ in its ability to prevent use by others in the

crowd.”   2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §11.85 (4th ed.

2010).  Indeed, “[a] mark that is hemmed in on all sides by similar marks on similar goods or services

cannot be very ‘distinctive’.”   Id.  “Rugged” is not a highly distinctive fanciful term and is a

component in numerous registrations for consumer goods.  Print-outs of registration certificates and

TSDR pages of examples of third-party RUGGED-based consumer goods products attached as Ex. D. 

If Coty’s RUGGED registration for cosmetic hair lotions, soaps broadly (which includes hair soap [1]),

essential oils broadly (which includes hair oils[2]), cosmetic hair lotions can coexist with Wella’s

RUGGED FIX registration for shampoo, hair conditioner, and hair restructurizer and scalp conditioner;

and if both registrations can coexist with Clean Plus’ RUGGED WYPES registration for “multiple

purpose cleaning towel pre-saturated with cleaning compounds”; then the Cited Marks should be able to

similarly coexist with Applicant’s RUGGED & DAPPER mark.

RUGGED & DAPPER Differs in Appearance, Meaning, and Overall Commercial Impression

from the Cited Marks
A.

It is well established that in comparing two trademarks for confusing similarity, the Examining

Attorney must compare the marks for resemblances in sound, appearance and meaning or connotation.  In

re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973).  Similarity of the

marks in one respect—sight, sound, or meaning—will not automatically result in a finding of likelihood

of confusion, even if the services are identical or closely related.  TMEP §1207.01(b)(i).  It is also

accepted that the use of identical, even dominant, words in common does not necessarily mean that two

marks are similar.  See General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 687 (8th Cir. 1987) (holding

defendant’s OATMEAL RAISIN CRISP did not infringe plaintiff’s APPLE RAISIN CRISP trademark).  

This is because marks must be considered in their entireties.  See, e.g., TMEP §1207.01. 



In addition, “[l]ikelihood of confusion cannot be predicated on a dissection of a mark . . . .   [T]he

ultimate conclusion rests on a consideration of the marks in their entireties.”   In re National Data Corp.,

224 U.S.P.Q. 749, 751 (Fed. Cir. 1985); In re 1776, Inc., 223 U.S.P.Q. 186 (T.T.A.B. 1984) (“[I]t is

axiomatic that marks must be considered in their entireties in resolving the issue of confusing

similarity.”).   Indeed, TMEP Section 1207.01(b)(iii) specifically states that “ [a]dditions or deletions to

marks may be sufficient to avoid a likelihood of confusion if . . . the marks in their entireties convey

significantly different commercial impressions.”   See, e.g., Citigroup Inc. v. Capital City Bank Group,

Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 1261 (Fed. Cir. 2011) (affirming TTAB’s holding

that applicant’s CAPITAL CITY BANK marks for banking and financial services is not likely to

cause confusion with opposer’s CITIBANK marks for banking and financial services, based in part

on determination that “capital” is the dominant element of applicant’s marks, and gives a

geographic connotation in addition to a look and sound distinct from opposer’s marks); Knight Textile

Corp. v. Jones Investment Co., 75 U.S.P.Q.2d 1313, 2005 WL 1691588 (T.T.A.B. 2005) (No confusion

likely between ESSENTIALS and NORTON MCNAUGHTON ESSENTIALS for identical and highly

similar goods because “essentials” is weak and the addition of the NORTON MCNAUGHTON

component suffices to avoid a likelihood of confusion.). 

On the whole, Applicant’s mark and the Cited Marks are dissimilar in appearance, sound,

meaning, and the marks convey distinct commercial impressions.  In terms of appearance and sound, the

marks only share the term “rugged.”   This factor alone should not be the primary basis for finding a

likelihood of confusion because, as discussed prior, “rugged” is not highly distinctive and, in a crowded

field, “customers will not likely be confused between any two of the crowd and may have learned to

carefully pick out one from the other.”   2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair

Competition §11.85 (4th ed. 2010). 

Applicant’s mark is five syllables and thirteen letters.   In contrast, the cited RUGGED mark is

only two syllables and six letters, and the cited RUGGED FIX mark is only three syllables and nine

letters.  Further, the Cited Marks do not contain the terms “& dapper,” which are distinct in sound and

appearance.  As discussed prior, since “rugged” is relatively weak for the relevant goods, and “&

dapper” is visually and audibly the larger component of Applicant’s mark, consumers may perceive “&

dapper” to be the dominant element, distinguishing Applicant’s mark from the Cited Marks.  

Further, consumers are likely to perceive differences in meaning between the marks as “rugged”

combined with “& dapper” conveys a distinct impression from “rugged” by itself or when “rugged” is

combined with “fix.”  The term “rugged” means “rough and strong in character,” “strongly built or

constituted,” “seamed with wrinkles and furrows,” or “having a rough, uneven surface.”   The term

“dapper,” on the other hand, means “neat and trim in appearance,” “small and active,” or “alert and

lively in movement and manners.”   By using the ampersand “&” to conjoin “rugged” with “dapper,”

Applicant’s mark creates a somewhat incongruous and aspirational image of a neat, trim, and lively man

who also balances a rough and strong demeanor.  This is distinct from “rugged” alone, which may refer

to the texture or endurance of Coty’s product, or “rugged fix,” which implies that Wella’s product is a



strong fix or will fix one’s ruggedness.   Merriam Webster and Dictionary.com “rugged,” “dapper,”

and “fix” definitions attached as Ex. G.  These meanings are distinct from the meaning of Applicant’s

mark.  

Because of the differences in appearance, sound, meaning, and commercial impression,

consumers will perceive the RUGGED & DAPPER mark to be distinct from the cited RUGGED and

RUGGED FIX marks.  See, e.g., Conde Nast Publications, Inc. v. Miss Quality, Inc., 184 U.S.P.Q. 422

(C.C.P.A. 1975) (COUNTRY VOGUES for women’s dresses and VOGUE for a fashion magazine

and clothing patterns not confusingly similar as the common word “vogue” was outweighed by the

dissimilarities between the marks viewed in their entireties); See also Knight Textile Corp. v. Jones Inv.

Co., 75 U.S.P.Q.2d 1313 (T.T.A.B. 2005) (NORTON MCNAUGHTON ESSENTIALS not confusingly

similar to ESSENTIALS). 

ConclusionA.
Applicant respectfully submits that RUGGED & DAPPER is not confusingly similar to RUGGED

and RUGGED FIX, and that the Cited Marks should not bar registration of the Application based on

Trademark Act Section 2(d).

 

[1] Google search for “hair soap” revealed ~163,000 results.   Print outs of the first two pages of the Google results and
examples of third-party hair soap products are attached as Ex. E.
[2] Google search for “hair oil” revealed ~1.16 million results.   Print outs of the first two pages of the Google results and
examples of third-party hair oil products and articles are attached as Ex. F.
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